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Recent EPO procedural changes  
 

In order to stream-line and speed up patent granting at the EPO and deal with the issue 

backlogs of pending applications, since 2014 the EPO have undertaken an initiative 

known as Early Certainty.  

  

Early Certainty from Search 

 

The EPO has recently reported that the average time between the date of receipt and 

end of search is now 4.8 months for all searches carried out by the EPO, and over 96% 

of all International searches are carried out in time.  

 

The practical result of this initiative is that applicants seeking patent protection at the 

EPO receive a search report and detailed written opinion at an early stage. This give 

applicants an overview of the prior art and an opinion from the EPO about patentability 

before continuing the patenting procedure at the EPO and/or internationally. 

 

Streamlining Examination and Opposition 

 

The EPO now also aims to streamline examination and opposition procedure before 

the EPO.  

 

Since 2016, the EPO issues letters in randomly selected cases informing applicants 

about the intended start of examination, so they are able to better consider a withdrawal 

of their application and thus benefit from the extended possibilities for refunds.  
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Applicants should start noticing that examination procedures before the EPO are much 

more condensed. For example, EPO Examiners may use a telephone call/telephone 

call minutes as a first action in examination. Alternatively, the EPO may appoint Oral 

Proceedings as a first action in examination. The EPO has indicated that appointment 

of Oral Proceedings as a first action is envisaged in exceptional situations, where 

despite reply to the European search report and written opinion, refusal of the 

application is expected. However, the EPO also indicates that should the applicant's 

submissions contain a genuine effort to overcome the EPOs objections, oral 

proceedings may be cancelled or postponed. The result of these initiatives is that we 

are seeing the appointment of Oral Proceedings at an earlier stage in prosecution 

becoming more frequent. By 2020, the EPOs general objective is to aim to have 

reduced the examination term to 12 months on average. 

 

According to published EPO annual statistics (2017), the average duration of 

oppositions was 22.4 months in 2017 (and opposition appeal proceedings was 35 

months). By 2020, the EPO aims to reduce the overall duration of an opposition for 

straightforward cases to within 15 months. 

   

Proposals for Deferral of Examination  

 

At present, the EPO is reviewing proposals for deferment of examination for up to three 

years. We understand that the deferment request would have to be filed at the same 

time as requesting examination and that no additional official fee will be required. These 

proposals may be advantageous for applicants who would prefer to defer early grant of 

an application. These proposals have not yet been implemented by the EPO. 

 

 

EU SPC manufacturing waiver proposal 
 

According to a Press Release issued on 28 May 2018, the European Commission has 

proposed a change to Regulation 469/2009 relating to Supplementary Protection 

Certificates (SPCs) which extend patent protection for medicinal products which must 

undergo lengthy testing and clinical trials prior to obtaining regulatory marketing 

approval.  

 

This proposal is intended to allow pharmaceutical companies to produce generic drugs 

for export to non-EU countries that do not have patent protection. 

 

According to the European Commission,  

 

"Europe is and should remain at the forefront of pharmaceutical research and 

manufacturing. Our rules on intellectual property protection of pharmaceuticals 
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promote innovation and creativity. We are committed to the core rights and the 

length of this protection, which remain unchanged. Today we are proposing a 

well-calibrated adjustment to the current regime to remove a legal barrier that 

was preventing our companies from competing on equal terms on global 

markets where competition is fierce. We want to make sure that our 

pharmaceutical industry reaps the benefits of such competition”. 

 

This amendment will allow EU companies to make generic/biosimilar versions of an 

SPC-protected medicinal product during the term of the Supplementary Protection 

Certificate if the manufacture is done exclusively for export to a non-EU market where 

protection has expired or never existed.  

 

The proposal still needs be adopted by the European Parliament and the Council. Once 

adopted, the Regulation will be directly applicable in all EU Member States. 

 

Further advice? 
 

If you would like to learn more about these topics or have any general European IP 

queries, please contact the author Anna Hally at ahally@hmc-ip.com. 
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